
S* *

STATEMENT OF CONSIDERATIONS

REQUEST BY SIEMENS WESTINGHOUSE POWER CORPORATION (SWPC)
FOR AN ADVANCED WAIVER OF DOMESTIC AND FOREIGN PATENT
RIGHTS UNDER CONTRACT NO. DE-FC02-00CH11048, CH-1053,
W(A)-01-006

The Petitioner, Siemens Westinghouse Power Corporation (SWPC), has requested a
waiver of domestic and foreign patent rights for all subject inventions under DOE Contract No.
DE-FC02-00CH11048, "Research and Development for Advanced Materials in Advanced
Industrial Gas Turbines". In order to avoid fragmenting the technology, and thus adversely
affect its assimilation and commercial development, as well as to enable SWPC to meet its cost
sharing commitment, SWPC has requested that the waiver extend to both its own employees
and those of its subcontractors, except subcontractors eligible to retain title to inventions
pursuant to P.L. 96-517, as amended, and National Laboratories. This approach is fully
consistent with DOE's programmatic expectations since it enables the parties under the
agreement to allocate patent rights on the basis of cost sharing as well as other equities among
the parties.

SWPC was awarded this agreement to evaluate the performance of innovative thermal
barrier coating systems for applications at high temperatures in advanced industrial gas
turbines. SWPC expects to demonstrate the viability of its thermal barrier coating concepts in
advanced gas turbine environments.

The total cost of this agreement is anticipated to be about $2,848,372, of which SWPC is
contributing $1,422,476 or about 50 percent of the cost. The estimated period of performance
for the project is expected to be from October 2000 to September 2003.

The Petitioner, is clearly competent in the field of technology relating to this agreement
as demonstrated in the Petitioner's response to questions 5 through 7 in the attached copy of its
waiver petition. Considering the Petitioner's technical expertise, established market position,
and significant investment in this technology, including substantial cost sharing under this
agreement, it is reasonable to conclude that the Petitioner will continue to develop and ultimately
commercialize the technology arising from this agreement.

This advance waiver of the Government's rights in inventions is subject to the usual
advanced patent waiver and background data licensing provisions. The terms of the advanced
patent waiver include the usual Government license, march-in rights, and preference for U.S.
industry provisions set out in 35 U.S.C. 202-204. The advance patent waiver also includes the
attached U.S. Competitiveness clause (paragraph t) which requires products embodying any
waived invention or produced through the use of any waived invention be manufactured
substantially in the United States unless the participant can show to the satisfaction of DOE that
it is not commercially feasible to do so. The Contractor further agrees to make the above
condition binding on any assignee or licensee or any entity otherwise acquiring rights to any
waived invention, including subsequent assignees or licensees. Should the Contractor or other
such entity receiving rights in any waived invention undergo a change in ownership amounting
to a controlling interest, then the waiver, assignment, license, or other transfer of rights in the
waived invention is suspended until approved in writing by DOE.
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U.S. COMPETITIVENESS CLAUSE

(t) U. S. COMPETITIVENESS

The Contractor agrees that any products embodying any waived invention or produced through

the use of any waived invention will be manufactured substantially in the United States unless the

Contractor can show to the satisfaction of the DOE that it is not commercially feasible to do so.

In the event the DOE agrees to foreign manufacture, there will be a requirement that the

Government's support of the technology be recognized in some appropriate manner, e.g.,

recoupment of the Government's investment, etc. The Contractor agrees that it will not license,

assign or otherwise transfer any waived invention to any entity unless that entity agrees to these

same requirements. Should the Contractor or other such entity receiving rights in the invention

undergo a change in ownership amounting to a controlling interest, then the waiver, assignment,

license, or other transfer of rights in the waived invention is suspended until approved in writing

by the DOE.
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